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Remarks 

Claims 1-18 are pending. 

Response to Arguments 

1 . Applicant's arguments with respect to claims 1-18 have been considered but are 
moot in view of the new ground(s) of rejection. 

Claim Objections 

2. Claim 17 is objected to because of the following informalities: there is no 
"modifying" step in either of claims 1 or 3, therefore recitation of "wherein modifying the 
digital music file comprises" lacks antecedent basis. For purposes of prior art rejection, 
claim 3 has been construed as being dependent upon claim 13 instead of claim 3. 
Appropriate correction is required. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

3. Claims 12-14 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Fanning (U.S. Patent 6,366,907) in view of Hale (U.S. Patent 6,732,180). 

Regarding Claim 12, 
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Fanning discloses a method comprising: 

Searching a network for a digital music file (Column 3, line 33 to 
Column 4, line 19); 

Identifying a plurality of digital music files that are substantially 
similar to the digital music file (Column 3, line 65 to Column 4, line 42; and 
Column 5, line 46 to Column 6, line 7); and 

Collecting one of the plurality of digital music files that has a 
greatest number of files having the same name, size and playing time 
(Column 3, line 65 to Column 4, line 42; and Column 5, line 46 to Column 
6, line 7); 

But does not explicitly disclose modifying the collected file and 
redistributing the modified file. 

Hale, however, discloses preventing reduction of sales amount of 
records due to a digital music file illegally distributed through a 
communication network by searching a network for an illegally produced 
digital music file, which is derived from a record of a cooperating record 
corporation (Column 6, lines 44-56; and Column 7, lines 24-67); identifying 
a plurality of digital music files that are substantially similar to the illegally 
produced digital music file (Column 7, line 24 to Column 8, line 37); 
selecting one of the plurality of digital music files that has a greatest 
number of files having the same name, size and playing time (Column 7, 
line 24 to Column 8, line 37); modifying the collected digital music file 
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(Column 8, lines 1-37); and redistributing the modified digital music file 
through the network (Column 8, line 38 to Column 9, line 32). It would 
have been obvious to one of ordinary skill in the art at the time of 
applicant's invention to incorporate the rights protection system of Hale 
into the real-time searching system of Fanning in order to inhibit and deter 
unauthorized users to proprietary media, while leaving legitimate files 
unaffected, thereby rendering the use of media brokering systems 
ineffective, such that users will be less likely to use such systems for 
illegal purposes. 
Regarding Claim 13, 

Fanning as modified by Hale discloses the method of claim 12, in 
addition, Fanning discloses that searching the network for the illegally 
produced digital music file comprises searching the network according to a 
kind of music of the digital music file (Column 3, line 33 to Column 4, line 
19). 

Regarding Claim 14, 

Fanning as modified by Hale discloses the methpd of claim 12, in 
addition, Fanning discloses that the collecting is performed by using a 
popular digital file sharing server (Column 3, line 65 to Column 4, line 42; 
and Column 5, line 46 to Column 6, line 7); and Hale discloses that 
collections, distributions, and redistributions are performed using a popular 
digital file sharing server (Column 1 0, line 42 to Column 1 1 , line 26). 
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Regarding Claim 18, 

Fanning as modified by Hale discloses the method of claim 12, in 
addition, Hale discloses that modifying the collected digital music file 
comprises altering original content of the collected digital music file 
(Column 8, lines 1-37). 



4. Claims 1-11 and 15-17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fanning in view of Hale, further in view of Yoshiura (U.S. Patent 
6,499,105). 

Regarding Claim 1, 

Fanning discloses a method comprising collecting a digital music 
file according to a kind of music of the digital music file, by searching a 
network (Column 3, line 65 to Column 4, line 42; and Column 5, line 46 to 
Column 6, line 7); but does not disclose that the digital music file is 
illegally produced and derived from a record of a cooperating record 
corporation, encrypting the collected digital music file with a 
predetermined key, and redistributing the encrypted digital music file 
through the network. 

Hale, however, discloses preventing reduction of sales amount of 
records due to a digital music file illegally distributed through a 
communication network by selecting an illegally produced digital music 
file, which is derived from a record of a cooperating record corporation, by 
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searching the network (Column 7, line 24 to Column 8, line 37); modifying 
the digital music file (Column 8, lines 1-37); and redistributing the modified 
digital music file through the network (Column 8, line 38 to Column 9, line 
32). It would have been obvious to one of ordinary skill in the art at the 
time of applicant's invention to incorporate the rights protection system of 
Hale into the real-time searching system of Fanning in order to inhibit and 
deter unauthorized users to proprietary media, while leaving legitimate 
files unaffected, thereby rendering the use of media brokering systems 
ineffective, such that users will be less likely to use such systems for 
illegal purposes. 

Yoshiura, however, discloses that modifying the digital music file 
comprises encrypting the digital music file with a predetermined key 
(Abstract; and Column 8, lines 34-67). It would have been obvious to one 
of ordinary skill in the art at the time of applicant's invention to incorporate 
the watermarking and encryption schemes of Yoshiura into the real-time 
searching system of Fanning as modified by Hale in order to allow the 
system to encrypt the data such that only a user with the correct private 
key is able to decrypt the data, as well as to provide authenticatable digital 
data that can be traced back to the purchaser who purchased the content 
from which an illegal copy was produced. 
Regarding Claim 2, 
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Fanning as modified by Hale and Yoshiura discloses the method of 
claim 1, in addition, Fanning discloses that the collecting is performed by 
using a popular digital file sharing program (Column 3, line 65 to Column 
4, line 42; and Column 5, line 46 to Column 6, line 7); and Hale discloses 
that collections, distributions, and redistributions are performed using a 
popular digital file sharing program (Column 10, line 42 to Column 11, line 
26). 

Regarding Claim 3, 

Fanning as modified by Hale and Yoshiura discloses the method of 
claim 1, in addition, Fanning discloses that the collecting is performed by 
using a popular digital file sharing server (Column 3, line 65 to Column 4, 
line 42; and Column 5, line 46 to Column 6, line 7); and Hale discloses 
that collections, distributions, and redistributions are performed using a 
popular digital file sharing server (Column 10, line 42 to Column 1 1 , line 
26). 

Regarding Claim 4, 

Yoshiura discloses that the collected digital music file is encrypted 
by a public key encryption algorithm (Abstract; and Column 8, lines 34- 
67). 

Regarding Claim 5, 
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Yoshiura discloses that the collected digital music file is encrypted 
by a public key encryption algorithm (Abstract; and Column 8, lines 34- 
67). 

Regarding Claim 6, 

Yoshiura discloses that the collected digital music file is encrypted 
by a public key encryption algorithm (Abstract; and Column 8, lines 34- 
67). 

Regarding Claim 7, 

Fanning discloses a method comprising collecting a digital music 
file according to a kind of music of the digital music file, by searching a 
network (Column 3, line 65 to Column 4, line 42; and Column 5, line 46 to 
Column 6, line 7); but does not disclose that the digital music file is 
illegally produced and derived from a record of a cooperating record 
corporation, inserting a watermark containing a predetermined secret 
information in the collected digital music file, and redistributing the 
watermarked digital music file through the network. 

Hale, however, discloses preventing reduction of sales amount of 
records due to a digital music file illegally distributed through a 
communication network by selecting an illegally produced digital music 
file, which is derived from a record of a cooperating record corporation, by. 
searching the network (Column 7, line 24 to Column 8, line 37); modifying 
the digital music file (Column 8, lines 1-37); and redistributing the modified 
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digital music file through the network (Column 8, line 38 to Column 9, line 
32). It would have been obvious to one of ordinary skill in the art at the 
time of applicant's invention to incorporate the rights protection system of 
Hale into the real-time searching system of Fanning in order to inhibit and 
deter unauthorized users to proprietary media, while leaving legitimate 
files unaffected, thereby rendering the use of media brokering systems 
ineffective, such that users will be less likely to use such systems for 
illegal purposes. 

Yoshiura, however, discloses inserting a watermark containing a 
predetermined secret information in the collected digital music file 
(Abstract; and Column 8, lines 34-67). It would have been obvious to one 
of ordinary skill in the art at the time of applicant's invention to incorporate 
the watermarking and encryption schemes of Yoshiura into the real-time 
searching system of Fanning as modified by Hale in order to allow the 
system to encrypt the data such that only a user with the correct private 
key is able to decrypt the data, as well as to provide authenticatable digital 
data that can be traced back to the purchaser who purchased the content 
from which an illegal copy was produced. 
Regarding Claim 8, 

Fanning as modified by Hale and Yoshiura discloses the method of 
claim 7, in addition, Fanning discloses that the collecting is performed by 
using a popular digital file sharing program (Column 3, line 65 to Column 
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4, line 42; and Column 5, line 46 to Column 6, line 7); and Hale discloses 
that collections, distributions, and redistributions are performed using a 
popular digital file sharing program (Column 1 0, line 42 to Column 1 1 , line 
26). 

Regarding Claim 9, J 

Fanning as modified by Hale and Yoshiura discloses the method of 
claim 7, in addition, Fanning discloses that the collecting is performed by 
using a popular digital file sharing server (Column 3, line 65 to Column 4, 
line 42; and Column 5, line 46 to Column 6, line 7); and Hale discloses 
that collections, distributions, and redistributions are performed using a 
popular digital file sharing server (Column 10, line 42 to Column 11, line 
26). 

Regarding Claim 10, 

Fanning as modified by Hale and Yoshiura discloses the method of 
claim 1, in addition, Fanning discloses that collecting the digital music file 
comprises selecting one of a plurality of digital music files having a same 
name, size and playing time (Column 3, line 65 to Column 4, line 42; and 
Column 5, line 46 to Column 6, line 7); and Hale discloses that selecting 
the illegally produced digital music file comprises selecting one of a 
plurality of digital music files having a same name, size and playing time 
(Column 7, line 24 to Column 8, line 37). 

Regarding Claim 11, 
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Fanning as modified by Hale and Yoshiura discloses the method of 
claim 7, in addition, Fanning discloses that collecting the digital music file 
comprises selecting one of a plurality of digital music files having a same 
name, size and playing time (Column 3, line 65 to Column 4, line 42; and 
Column 5, line 46 to Column 6, line 7); and Hale discloses that selecting 
the illegally produced digital music file comprises selecting one of a 
plurality of digital music files having a same name, size and playing time 
(Column 7, line 24 to Column 8, line 37). 
Regarding Claim 15, 

Fanning as modified by Hale does not explicitly disclose that 
modifying the digital music file comprises encrypting the collected digital 
music file with a predetermined key. 

Yoshiura, however, discloses that modifying the collected music file 
comprises encrypting the collected digital music file with a predetermined 
key (Abstract; and Column 8, lines 34-67). It would have been obvious to 
one of ordinary skill in the art at the time of applicant's invention to 
incorporate the watermarking and encryption schemes of Yoshiura into the 
real-time searching system of Fanning as modified by Hale in order to 
allow the system to encrypt the data such that only a user with the correct 
private key is able to decrypt the data, as well as to provide 
authenticatable digital data that can be traced back to the purchaser who 
purchased the content from which an illegal copy was produced. 
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Regarding Claim 16, 

Fanning as modified by Hale and Yoshiura discloses the method of 
claim 15, in addition, Yoshiura discloses that encrypting the collected 
digital music file comprises encrypting with a public key encryption 
algorithm (Abstract; and Column 8, lines 34-67). 
Regarding Claim 17, 

Fanning as modified by Hale discloses the method of claim 13, but 
does not disclose that modifying the collected digital music file comprises 
inserting a watermark containing a predetermined secret information in the 
collected digital music file. 

Yoshiura, however, discloses that modifying the collected digital 
music file comprises inserting a watermark containing a predetermined 
secret information in the collected digital music file (Abstract; and Column 
8, lines 34-67). It would have been obvious to one of ordinary skill in the 
art at the time of applicant's invention to incorporate the watermarking and 
encryption schemes of Yoshiura into the real-time searching system of 
Fanning as modified by Hale in order to allow the system to encrypt the 
data such that only a user with the correct private key is able to decrypt 
the data, as well as to provide authenticatable digital data that can be 
traced back to the purchaser who purchased the content from which an 
illegal copy was produced. 



Application/Control Number: 09/977,896 Page 13 

Art Unit: 2137 

Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jeffrey D. Popham whose telephone number is (571)- 

272- 7215. The examiner can normally be reached on M-F 9:00-5:30. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Emmanuel Moise can be reached on (571)272-3865. The fax phone 
number for the organization where this application or proceeding is assigned is 571- 

273- 8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Jeffrey D Popham 

Examiner 

Art Unit 2137 



